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HIGH COURT OF JUDICATURE FOR RAJASTHAN AT
JODHPUR

S.B. Civil Writ Petition No. 18461/2023

1. M/s. Lotus Organic Care, Plot No. F-419, Riico Growth
Center Bhilwara (Raj.) Through Prop. Shri Harish Dadhich
e,.-_m-‘;_';_,q,‘-r_;f-;.‘__ S/o Shri Govindlal Ji Dadhich, R/o M/s Lotus Organic Care
(& giey o\ Plot No. F-419, Riico Growth Center Bhilwara.
* f:.'-ll 2. Shri Harish Dadhich S/o Shri Govindlal Ji Dadhich, Aged
Gy 2 About 40 Years, Prop. Of M/s. Lotus Organic Care, Plot
\Co, =7 &/ No. F-419, Riico Growth Center Bhilwara (Raj.).
— ----Petitioners/Defendants
Versus
M/s. Aadhar Products Pvt. Ltd., Factory F-264, F-264-A Riico
Industrial Area Gudli, Tehsil Mawli, District Udaipur (Raj.)
Through Authorized Representative Navneet Ladha S/o Shri
Rameshchandra Ji Ladha, Aged About 24 Years, Presently
General Manager (Finance And Accounts).
----Respondent/Plaintiff

For Petitioner(s) :  Mr. Divyanshu Choudhary
Mr. Vineet R.Dave
For Respondent(s) :  Dr. Ashok Soni, Sr. Adv. assisted by

Ms. Sonali Vyas,
Mr. Aman Soni,

Mr. Yash Dadhich &
Mr. Romil Bagrecha

HON'BLE MR. JUSTICE VINIT KUMAR MATHUR
Order

REPORTABLE

16/05/2024

1. Heard learned counsel for the parties.

2. The present writ petition has been filed against the order
dated 19.10.2023 passed by the learned Additional District and
Sessions Judge, Mawli, District Udaipur in Civil Suit No.62/2022

(17/2018), whereby the application preferred by the petitioner
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under Section 124 of the Trademarks Act, 1999 (hereinafter
referred to as the ‘Act of 1999’) has been rejected.

3. Briefly noted the facts giving rise to the present writ petition
are that the respondent-plaintiff filed a suit for infringement and
passing off of its registered label trademarks (1961814 &
_}2551769) before the learned trial court. In the suit filed by the
respondent-plaintiff, the summons were issued. The petitioner-
defendant filed written statement to the suit preferred by the
respondent-plaintiff, The trial court framed the issues on
09.10.2022. Thereafter, on the application moved by the
respondent-plaintiff as well as by the petitioner-defendant, an
additional issue was framed by the trial court on 23.02.2023. After
framing of the issues by the learned trial court, the petitioner
preferred an application under Section 124 of the Tradmemarks
Act, 1999 for staying the suit proceedings on the ground that the
petitioner proposed to file a rectification application against the
Trademarks No0s.1961814 & 2551769 of the respondent-plaintiff.
On the application, the learned trial court heard the counsel for
the parties and rejected the same vide order dated 19.10.2023.
Hence, the present writ petition has been filed.

4. Learned counsel for the petitioner submits that the learned
trial court has committed an error in passing the order dated
19.10.2023 as the specific provisions of Section 124 (1) (ii) have
not been taken note of while appreciating the facts in the present
case. Learned counsel submits that the trial court was under an
obligation to prima facie get itself satisfied for tenability of the
submissions made in the written statement as well as in the

application preferred under Section 124 with respect to the
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rectification application and proceedings to be undertaken by the
petitioner before the appropriate forum. He submits that in
paragraph 2 and 2-4 of the written statement, the basic

e foundation has been laid by the petitioner with respect to the plea

g e Dﬂ""-.l of validity of the rectification application to be preferred before the
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+appropriate forum. He, therefore, submits that the learned trial
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contentions raised by the petitioner in the written statement with
respect to the prima facie tenability of the plea of invalidity of the
Trademark used by the plaintiff-respondent. He, therefore, prays
that the writ petition may be allowed and the order dated
19.10.2023 may be quashed and set aside.

5. Per contra, the learned Sr. Counsel for the respondent
vehemently opposed the submissions made by the counsel for the
petitioner and submits that the learned trial court has dealt with
the issue in detail and has rightly come to the conclusion that
prima facie tenability of the submissions made before the trial
court in the written statement is not made out to bring home the
case of the petitioner under the ambit of Section 124 (1) (ii) and,
therefore, the contentions raised by the petitioner in the written
statement are not sufficient to satisfy the mandate of prima facie
tenability of the contentions with respect to the invalidity of the
trademark of the plaintiff-respondent to be canvassed in the
rectification application to be preferred before the appropriate
forum. The learned counsel submits that the learned trial court
has taken note of the submissions and has rightly come to the

conclusion that the same are not sufficient for prima facie
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satisfying the trial court regarding the tenability of the rectification

application before the appropriate forum.
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Learned Sr. Counsel further submits that Section 124 i

applicable only in the cases where the suit for infringement of the
trademark is under consideration. In the present case, since the
iplaintiff has preferred a suit for infringement as well as passing of,
therefore, learned Sr. Counsel alternatively prays that the learned
trial court may be allowed to proceed with the suit proceedings on

the issue framed with respect to the prayer for passing

concerned.

I have considered the submissions made at the Bar and have

gone through the relevant record of the case.

For better appreciation of the facts and issue, it is worthwhile

to reproduce Section 124 (1) (ii) of the Act of 1999, which reads

as under:

“124. Stay of proceedings where the validity of registration
of the trade mark is questioned, etc.—(1) Where in any suit
for infringement of a trade mark—

(ii) if no such proceedings are pending and the court is
satisfied that the plea regarding the invalidity of the
registration of the plaintiff's or defendant’s trade mark is
prima facie tenable, raise an issue regarding the same and
adjourn the case for a period of three months from the date
of the framing of the issue in order to enable the party
concerned to apply to the High Court for rectification of the
register.”

As per the mandate of law, particularly Section 124 (1) (ii), it

is incumbent upon the trial court that in a pending suit, if an
application under Section 124 is filed, then prima facie it has to
satisfy with respect to the invalidity of the registration of the

plaintiff's/defendant’s trademark. The trial court has to take into
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account the pleadings made on behalf of the applicant for reaching
its prima facie satisfaction for tenability of the same.
10. In the present case, the learned trial court has taken note of

. the pleadings made in the written statement of the petitioner and

/7 @2 9\ has come to the conclusion that the same are not prima facie

,lltenable to bring home the satisfaction of the trial court for framing

L

“\~“~fJ_s‘_:}, i w*') the issues with respect to the invalidity of the registration of the
plaintiffs trademark and thus, the learned trial court has rejected
the application. It is worthwhile to reproduce the pleadings made
by the petitioner-defendant in the written statement, particularly

paragraph 2 and 2-4, which reads as under:

“2. I B P Ay SR F QMUY ae—ud BT o F URd
fPy 99 &1 D3 PRU WK 81 [Bar g, Saidh glaardl a9
2007 ¥ B U FIAT IR BT T AR a1 HF I SAHBN
# @ 2012 ¥ € M FbT © | WA §R1 Delite M ¥
IIRAT UISSY &1 Fawrd a1 S 8T 2| UKgd are Ascayul
qdl & Qe four eR Uyl Ieed ¥ Ugd fhar T B
el gRT d18 H R SIS Bl Yol W AT SR &
yragl @ g adel Rfd &1 foura &vd gy o b 2 |
&l B TSHD BT USIIA & UIH FERAT fdY FdId Bl ® |
TR dT AR RITe & 99e Wee gl 9 uer el fhar
T B JEE gdted el gRT uiRd vl & garer §
fafer @1 w8 frgq grenfua & fdb, A litigant who attempts
to pollute the stream of justice or who touches the
pure fountain of justice with tainted hands] is not
entitle to any relief whether interim or final.”

“o—4. J5 2 5, 9 @ Ug =T 2, 3 9 4 F fvfg T
9 e 9 ga-fex ifed 5y 8 erdlerR & ardl
HHH feass AWE difRfT uSsk @1 Sdred 9 faguE 2006
A PR W B, AMBR 7| &l B gRI SIS difRnT
Ieex BT R UBRIT & fauoe fear Sirar &, 99 Ui &t
PR BifraeH, fSomsd safe | sg+r favy 78w A ®,
ST SYAPIRN & F9—9Rdsh § Ush fa9y Bfd 9 9rg 91
g B, QUIGAT SRAIBR & | TeATD MRS & geie W
SUAE TICT 99 & Ifacid | YoF &A1 I8 WK ¢ & ard

(Downloaded on 21/05/2024 at 08:23:28 PM)



[2024:RJ-JD:22234] (6 0f 8) [CW-18461/2023]

99 2006 H UUHET: G oG gSHID BT BRI fhar B, I8
qie ¥ WX geHe W = €1 drel §RT 99 2006 H S oidel
CSHTD AR & USHAHR0 & e, W13 ugad & g,
I8 "Proposed to be used category" ¥ fd 2| 99 2013 #
Il AT §RT ST BISIERT UdR0T SRR fhar off S99 aral
HET T U A 3T TSHTD BT Sooiad BIFT 8T §dmaT © |
9 YU & U HIE UTAN dIal HHHl q Ugd dla Dl
[Augewg dedd |l 3fded UiA—ua o&gd fdar, Ul
Rerfay # a1€l gRT 39 SSH® fSolis, delR BIiffeHeE s
03.03.2006 ¥ B IYINT FRAT UIGAT SRATGR & | Aal BT I8
HoF fb a9 2006 H feAEs AP  Uninterrupted and
Continuous Use & &RU TR—ER UM Sl V& B, IRAIBR
g1 fafy & gRenfud oMl & R 5 ) AT w= ke
& fou Sedre @ @i 9 uNfg S99 AR, Yo ud
fRgd 7 ¥ &M o7 W & U Bl 2| el §RT AHI—aH
TR 3 oldel SHTd fSAISS B 9l AT & Ud IORER gRT
qrel b TSHd b A H o W g ufaes oY, 98
Y DI YT GoidRoT Bl GRAH 98 HRd 8| a1l gRT S
TSATHI B IUINT & A § Pig TRy qud—uz o1 U3 T8
fhar 81 961 @ J9d JSHTG fodlsS OXAT 1961814 UG
2551769 DI Toiig 3 & d Al deUi &l furex g faar
T | WRId d9€ H S Artistic Work ®IURISE TR
A—112252 /2014 &1 3MAGA A B BISIGRT UG & YA
fhar a1 2| 91 §RT WA 916 AUIR® §9T & deld g
IS AN & Al Bl fBUrR IR AT 7| SWRRH qedl
W I8 AAl-Hifd g\ © b, arcl &1 dee {6, feass A
& G o=l | 71 @ 9 I § fSAse 9 SieaN
<@l S 9&HdT © 9 9aA99 | <@l of 38T 7, qoiaar Tad gd
ez 81"

11. A bare perusal of the aforequoted paragraphs clearly show
that the petitioner has made pleadings to satisfy the factum of
prima facie showing before the trial court that the registration
made in favour of the respondent-plaintiff is invalid. The learned
trial court was only required to prima facie satisfy itself with
respect to the pleadings taken in the written statement to the
effect that the trademark of the plaintiff is invalid. If such
pleadings are taken, then the petitioner-defendant was well within

its right to get the benefit of Section 124 taking leave of the trial
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court for taking recourse of filing the application for rectification
against the trademark of the petitioner. The learned trial court was
not required to measure the sufficiency or insufficiency of the

. evidence or other factors for adjudicating the factum of the

Y &= o\success or failure of the rectification application. Since the
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+rectification proceedings are required to be undertaken at a
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%y .not >/ different forum and the parameters for the same will stand on
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different footings, therefore, the learned trial court was only
required to record prima face satisfaction with respect to the
pleadings made in support of the invalidity of the trademark of the
plaintiff.

12. This Court is further of the view that while deciding the
application under Section 124, the trial court is not required to
appreciate, evaluate and discuss in detail the evidence in support
or against the rectification application. It just has to prima facie
record its satisfaction with respect to the invalidity of the
trademark of the plantiff/defendant and prima facie tenability of
the same.

13. In the present case, this Court is satisfied that the pleadings
taken in the above mentioned paragraphs are sufficient to show
that the application preferred under Section 124 was required to

be accepted.

14. In view of the discussion made above, the writ petition
merits acceptance and the same is allowed. The order dated
19.10.2023 is quashed and set aside and further proceedings in
Suit No.62/2022 pending before Additional District and Sessions

Judge, Mawli, District Udaipur qua the prayer for infringement are
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stayed and the petitioner is allowed to undertake the process for
filing the rectification application as per law.
15. Itis also made clear that the suit proceedings with respect to

TR the passing off preferred by the respondent-plaintiff shall continue
/2" Hgp

Y &2 9)\on the issues framed thereunder.
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,*16. Stay petition as well as other pending applications, if any,

4
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\%, et~/ shall stand disposed of.

(VINIT KUMAR MATHUR),J

52-/Vivek Mishra/-
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