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* IN THE HIGH COURT OF DELHI AT NEW DELHI

Date of Decision: 28" March, 2022
+ CS (COMM) 185/2022 & 1.As. 4718-19/2022

SUN PHARMA LABORATORIESLTD ... Plaintiff
Through:  Mr. Sachin Gupta, Mr. Pratyush Rao,
Ms. Jasleen Kaur, Ms. Snehal Singh,
Ms. Swati  Meena, Advocates
(M:9811180270)
Versus
HETERO HEALTHCARE LTD & ANR. ... Defendants
Through:  Mr. Ajay Sahni, Mr. Shrey Gupta,
Ms. Aastha Kakkar, Advocates
CORAM:
JUSTICE PRATHIBA M. SINGH

Prathiba M. Singh, J. (Oral)
1. This hearing has been done through hybrid mode.

2. The present suit is one seeking permanent injunction restraining the
Defendant from infringement of trademark, passing off, unfair competition,
rendition of accounts of profits/damages, delivery up and other reliefs. The
Plaintiff’s case is that the defendant is infringing upon its registered
trademark ‘LETROZ’ by using the mark ‘LETERO’ in respect of its
medicinal and pharmaceutical preparations.

3. Before the matter could be heard on merits, a query was put to the Id.
counsel for the Plaintiff as to how the present suit would be maintainable in
as much as for this very trademark, an earlier suit being CS (Comm.) No.
300 of 2019 titled Sun Pharma Laboratories Ltd. v. Hetero Healthcare
Ltd. & Anr., has already been filed by the Plaintiff against the same very
Defendants before the Id. ADJ-02, North West District, Rohini Courts, New
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Delhi (hereinafter “Trial Court”), and the same is still pending.

4, Mr. Sachin Gupta, Id. counsel for the Plaintiff, submits that though
the said suit being CS (Comm.) No. 300 of 2019 was filed in 2017, more
than 5 years have passed and no orders have been passed in the interim
injunction application in the said suit. He further submits that the judicial
officers presiding over the Trial Court were being changed from time to
time. He submits that orders on the injunction application were once
reserved on 20" October, 2018, but the same was released vide order dated
7" January, 2019, upon the change of the Judicial Officer. The Plaintiff is
also stated to have withdrawn its injunction application before the Trial
Court and filed a fresh application, once, in 2019 due to the Defendant’s
objection that the prayer did not mention the word “passing off”.

5. Today, Mr. Gupta, Id. Counsel, submits that every sale by the
Defendants constitutes a fresh cause of action and thus, despite the pendency
of the first suit before the Id. ADJ, the present suit before this Court would
also be maintainable in view of the judgment of the Supreme Court in
Bengal Waterproof Ltd. v. Bombay Waterproof Manufacturing Company,
(1997) 1 SCC 99. Ld. Counsel refers to the cause of action in both suits and
submits that since no interim injunction has been granted in the earlier suit,
the continuous use of the infringing mark by the Defendants, constitutes a
fresh cause of action for the Plaintiff.

6. On the other hand, Mr. Ajay Sahni, Id. counsel appearing for the
Defendants, submits that the judgment of the Supreme Court in Bengal
Waterproof (supra) cannot be read in the manner it has been read by the
Plaintiff. The cause of action in both suits is identical. The earlier suit is in

fact part-heard before the District Court in the fresh injunction application,
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Prapti Fashions Private Limited and Ors. v. Manoj Kumar
Gupta, 2013 (55) PTC 234 (Cal).

Hari Ram v. Lichmaniya & Ors., AIR 2003 Raj. 319.
Ranbir Singh v. Dalbir Singh & Ors., CS(0S) 802/2002,
decision dated 19" December, 2008 (Delhi High Court).
Vijay Kumar Gupta v. State of West Bengal [SLP (Crl.) 10951 of
2019, decided on 22nd March, 2022]

7. Heard. The Court has perused the two plaints and at the outset, notes

the following:

(i)

In the first suit pending before the Commercial Court, the Plaintiff
iIs Sun Pharma Laboratories Limited and the Defendants are
Hetero Healthcare Limited and Hetero Labs Limited. The parties

in the second suit before this Court are identical.

(i) The cause of action in the first suit reads as under:

“25. The cause of action for institution of the present
suit arose on 30" November, 2017, when the
Plaintiff’s representative came across the Defendant’s
medicine under the impugned mark selling at a drug
store falling within the jurisdiction of this Hon ' ble
Court. The said cause of action is a continuous one
and continues to subsist till the Defendant is
restrained by an order of injunction passed by this
Hon’ble Court.”

(iii) The cause of action in the second suit reads as under:

CS(COMM) 185/2022

“40. The cause of action first arose in the 4™ week of
November, 2017 when the impugned medicine under

Page 3 of 30



Signatur_e}&l Verified
Digitally Signed
By:DEVANSHYJOSHI

g’zggii;gfatez[e_ﬁtm.zozz
the impugned mark LETERO was found selling at
Delhi. Immediately, thereafter on 02.12.2017, the
Plaintiff filed a suit for permanent injunction
restraining infringement of trade mark, passing off,
etc. before the Rohini District Court (North West),
New Delhi, which was numbered as Sun Pharma
Laboratories Ltd. Vs Hetero Healthcare Ltd. & Anr.,
CS(Comm.) No0.300 of 2019. The Defendants are
continuing to use the impugned mark LETERO and
every act of Defendant is amounting to infringement,
thereby giving a fresh cause of action. Therefore, the
said cause of action if continuing. The said cause of
action is a continuous one and continues to subsist till
further manufacturing and marketing of the impugned
medicine is injuncted by this Hon ble Court.”

(iv) The relief prayed in the first suit is as under:

“28. It is therefore, most respectfully prayed that this
Hon’ble Court may be pleased to grant the following
reliefs in favour of the Plaintiff and against the
Defendants:

(a) A decree for permanent injunction restraining the
Defendants, their directors, assignees in business,
distributors, dealers, stockists,  retailers/chemists,
servants and agents from manufacturing, selling,
offering for sale, advertising, directly or indirectly
dealing in medicinal preparations under the
impugned mark LETERO or any other trade mark as
may be deceptively similar to the Plaintiff’s
registered trade mark LETROZ amounting to
infringement of trade mark registered under No.
2037862 of the Plaintiff;

(b) A decree for permanent injunction restraining the
Defendants, their directors, their assignees in
business, distributors, dealers, stockists,
retailers/chemists, servants and agents from
manufacturing, selling, offering for sale, advertising,
directly or indirectly dealing in medicinal
preparations under the impugned trade mark
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LETERO or any other trade mark as may be
deceptively similar with Plaintiff LETROZ trade
mark amounting to passing off of the Defendants’
goods and business for those of the Plaintiff;

(c) An order for delivery of the infringing goods of
the Defendants including impugned packaging,
promotional materials, stationery, dyes, blocks etc.
bearing the impugned trade mark LETERO to an
authorised representative of the Plaintiff for
destruction/erasure;

(d) an order for rendition of accounts of profit
illegally earned by the Defendants and a decree for
an amount so found due;

(e)  Anorder for costs in the proceedings;

And further orders as this Hon’ble Court may deem
fit and proper under the facts and circumstances of
the present case.”

(v) The relief sought in the present suit is as under:

“45. It is, therefore, respectfully prayed that this
Hon’ble Court may be pleased to grant the following
reliefs in favour of the Plaintiff and against the
Defendants:

a. A decree for permanent injunction restraining the
Defendants, their directors, assignees in business,
distributors, dealers, stockists, retailers/ chemists,
servants and agents from manufacturing, selling,
offering for sale, advertising, directly or indirectly
dealing in  medicinal and pharmaceutical
preparations under the impugned mark LETERO or
any other trade mark as may be deceptively similar to
the Plaintiff’s registered trade mark LETROZ
amounting to infringement of Plaintiff’s registered
trade mark under no. 2037862;

b. A decree for permanent injunction restraining the
Defendants, their directors, their assignees in
business, distributors, dealers, stockists,
retailers/chemists, servants and agents from
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manufacturing, selling, offering for sale, advertising,
directly or indirectly dealing in medicinal
preparations under the impugned trade mark
LETERO or any other trade mark as may be
deceptively similar to the Plaintiff’s trade mark
LETROZ, amounting to passing off of the
Defendant’s goods and business for those of the
Plaintiff’s;

c. An order for delivery of the infringing goods of the
Defendants  including  impugned  packaging,
promotional materials, stationery, dyes, blocks etc.
bearing the impugned mark LETERO to an
authorised representative of the Plaintiff for
destruction/erasure;

d. A decree for token damages to the tune of INR
2,00,01,000/- or in the alternative, rendition of
accounts of profits illegally earned by the Defendant
and amount so found due;

e. An order for cost of the proceedings;

f. Any further orders as this Hon’ble Court may deem
fit and proper under the facts and circumstances of
the present case.”

A perusal of the above two suits would show that:
the parties in both cases are identical;

(if) the trademarks are identical;

off, etc.; and

(iv) the cause of action is also identical.

(iii) the rights being asserted are identical i.e., infringement, passing

The only difference between the two suits is that in the first suit

before this Court, damages to the tune of INR 2,00,01,000/- has been sought.

Apart from this, there is no perceptible difference between the two suits.

CS(COMM) 185/2022
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10.  The justification sought to be given by the Plaintiff for preferring the

present suit is the delay being caused in the adjudication of even an interim

application in the first suit filed by the Plaintiff before the Commercial

Court in December, 2017. With regard to this submission, the Court has also

perused the order sheet of the said suit before the Commercial Court. The

same shows that:

On 3" January, 2018, summons was issued in the said suit.

By March, 2018, the pleadings were completed and certain
technical objections were taken in the replication.

On 4™ July, 2018, the matter was adjourned for hearing on the
injunction application.

On 20" October, 2018, arguments were heard on the injunction
application and the matter was adjourned for orders by Mr.
Siddharth Mathur, Ld. ADJ-02 (North-West), Rohini Courts,
Delhi.

On 28" November, 2018, again the matter was adjourned for
clarification and orders. No orders were pronounced.

On 7™ January, 2019, the matter was listed for re-arguments.
Again, on 25" February, 2019, the matter was listed for re-
arguments on the injunction application.

On 30™ July, 2019, another Judicial Officer listed the matter on
24" QOctober, 2019 for hearing on the injunction application.
Notably, by this time, the Judicial Officer, to whom this suit was
assigned, had been changed. The matter was listed before various
Judicial Officers after that.
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e On subsequent dates being 24" October, 2019 and 16™
December, 2019, the parties sought adjournments.

e  Thereafter, on 2" December, 2020, a fresh application for
interim injunction was filed by the Plaintiff and the old
injunction application was withdrawn.

e  The matter was partially heard on 3" March, 2021 on the fresh

interim injunction application.
e  The matter was adjourned on the next few dates, upon counsels’
requests or otherwise. An application for early hearing was also
filed by the Plaintiff around February, 2022.
e  However, thereafter on 10" March, 2022, the Plaintiff sought an
adjournment for filing of an application under Order VI Rule 17
CPC and the matter was adjourned to 12™ April, 2022.
11. Inview of this fact situation and in view of the ratio of the decision of
the Supreme Court in Bengal Waterproof (supra), the question is whether
the delay in the adjudication of the interim injunction application in the first
suit, would justify the filing of the present suit.
12. The Plaintiff has relied upon the decision in Bengal Waterproof
(supra), to support its submissions that this suit is maintainable as a new
cause of action arises with every fresh sale of the infringing product. In
Bengal Waterproof (supra), a suit was filed by the plaintiff in 1980, which
was dismissed on 9" April, 1982. In 1982, after the dismissal of the first
suit, a second suit was filed by the plaintiff on the ground that the defendant
continued to use the trademark ‘DACKBACK’ thereby infringing the
plaintiff’s trademark ‘DUCKBACK"’ despite having been served with two

legal notices. The Trial Court dismissed the second suit on the ground of res

CS(COMM) 185/2022 Page 8 of 30



Signatur_e}&l Verified
Digitally Signed
By:DEVANSHYJOSHI

Signing Date:[%04.2022
02:28:14

judicata and Order Il Rule 2 CPC. The Id. Single Judge of the High Court
agreed with the plaintiff on merits of their case for infringement, but held
that the second suit was barred under Order Il Rule 2 CPC. The High Court
held that the suit would not be barred under res judicata. The finding on
merits was not challenged by the defendant before the Supreme Court.
Therefore, the only question before the Supreme Court was whether the
second suit was maintainable. The observations of the Supreme Court are set
out below:

“12....Wherever _and whenever fresh deceitful act is
committed the person deceived would naturally have a
fresh cause of action in his favour. Thus every time when
a_person passes off his goods as those of another he
commits the act of such deceit. Similarly whenever and
wherever a person commits breach of a reqgistered trade
mark of another he commits a recurring act of breach or
infringement of such trade mark giving a recurring and
fresh cause of action at each time of such infringement to
the party aggrieved. It is difficult to agree how in such a
case when in historical past earlier suit was disposed of
as_technically not maintainable in absence of proper
reliefs, for all times to come in future defendant of such
a suit should be armed with a licence to go on
committing fresh acts of infringement and passing off
with impunity without being subjected to any legal
action against such future acts. We posed a question to
the learned Counsel for the defendants as to whether
after the disposal of the earlier suit if the defendants had
suspended their business activities and after a few years
had resumed the same and had started selling their
goods under the trade mark 'DACKBACK' by passing
them off, the plaintiff could have been prohibited and
prevented by the bar of Order 2 Rule 2 Sub-rule (3) from
filing a fresh suit in future when such future infringement
or passing off took place. He rightly and fairly stated that
such a suit would not be barred. But his only grievance
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was that whatever was the infringement or passing off
alleged against the defendants in 1980 had, according to
the plaintiff, continued uninterrupted and, therefore, in
substance the cause of action in both the suits was
identical. It is difficult to agree. In cases of continuous
causes of action or recurring causes of action bar of
Order 2 Rule 2 Sub-rule (3) cannot be invoked. In this
connection it is profitable to have a look at Section 22 of
the Limitation Act, 1963. It lays down that 'in the case of
a continuing breach of contract or in the case of a
continuing tort, a fresh period of limitation begins to run
at every moment of the time during which the branch or
the tort, as the case may be, continues. As act of passing
off is an act of deceit and tort every time when such
tortious act or deceit is committed by the defendant the
plaintiff gets a fresh cause of action to come to the court
by appropriate proceedings. Similarly infringement of a
registered trade mark would also be a continuing wrong
so long as infringement continues. therefore, whether the
earlier infringement has continued or a new infringement
has taken place cause of action for filing a fresh suit
would obviously arise in favour of the plaintiff who is
aggrieved by such fresh infringements of trade mark or
fresh passing off actions alleged against the defendant.
Consequently, in our view even on merits the learned
Trial Judge as well as the learned Single Judge were
obviously in error in taking the view that the second suit
of the plaintiff in the present case was barred by Order 2
Rule 2 Sub-rule (3), CPC.”

13. A perusal of the above would show that the Supreme Court was

persuaded by the fact that the earlier suit was disposed of as technically not
maintainable in the absence of proper reliefs. Such a dismissal of a suit on
technical grounds, as per the decision in Bengal Waterproof (supra), would
not come in the way of a fresh suit being filed and being maintained for all
times to come in the future. The dismissal of a suit cannot be treated by the
defendant as a license to continue the infringement and passing off. Thus,
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the present case is completely distinguishable from the facts in Bengal
Waterproof (supra). Herein, the first suit filed by the plaintiff is still
pending. The cause of action in the second suit relates to 2017 which is the
same cause of action as in the first suit. Moreover, the adjudication on merits
In the first suit is yet to take place.
14.  On the other hand, the Defendants have relied upon the following
judgments:
e Hari Ramv. Lichmaniya & Ors., AIR 2003 Raj. 319.
e Ranbir Singh v. Dalbir Singh & Ors., CS(OS) 802/2002, decision
dated 19th December, 2008.
e Prapti Fashions Private Limited and Ors. v. Manoj Kumar Gupta,
2013 (55) PTC 234 (Cal).
e Vijay Kumar Gupta v. State of West Bengal [SLP (Crl.) 10951 of
2019, decided on 22nd March, 2022].
15.  The first two judgments relied upon by Mr. Sahni, Id. counsel, again
relate to completely different fact situations. Both relate to immovable
property and whether a subsequent suit would be barred due to Order 1l Rule
2 CPC or res judicata.
16. In Hari Ram (supra), the Court was considering a situation wherein
the plaintiff had filed a suit for possession in respect of agricultural land in
1957. The same was successful in a second appeal and finally a decree for
possession was granted in favour of the plaintiff. An execution petition was
filed for execution of the decree which was finally dropped after the
possession of the land was handed over to the legal representative of the
plaintiff. The decree became final in 1960 and the right of Mr. Ram Chandra
— plaintiff- to take possession from the defendant — Mr. Hari Ram became
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final and crystalized. Execution proceedings and criminal proceedings were
filed. However, the criminal proceedings were dropped on 13" May, 1982.
Mr. Hari Ram wished to seek declaration of his khatedaari tenancy rights
for which he instituted a suit in 1983 for recovery of the possession. A
second suit was filed by Mr. Hari Ram in 1990. During the pendency of the
second suit, the first suit was withdrawn. The question was as to whether the
second suit was maintainable. The High Court of Rajasthan, held that the
second suit would not be maintainable in view of Order XXIII Rule 1 CPC.
In respect of filing of the second suit, the Court observed as under:

“...25. It is immaterial whether plaintiff files another suit
with respect to the subject- matter against the same party
during the pendency of his earlier suit or after
withdrawal of the earlier suit without leave of the Court
to file fresh suit, consequence is the same and i.e.,
abandonment of his CLAIM with statutory restriction
against second suit as provided in Sub-rule (4) of Rule 1
of Order 23, C.P.C. Even if, the principles of res judicata
cannot be applied still the plaintiff cannot have any
permission to walk in Court and go out of the Court after
inflicting injury upon the defendant and even upon the
Court of dragging in litigation and wasting precious time
without having any consequence of coming into the
Court and compelling other party to face the litigation
may It be for long period or for shortest period. The
complete scheme of the Civil Procedure Code makes it
unambiguously clear that a party can have one
opportunity to approach the Court for getting decision
on all the issues raised and on all the issues which could
have been raised by the plaintiff at the time of filing suit
by the plaintiff and further even on the issues which arise
on the pleas of the defendant taken in defence to destroy
plaintiffs _claim by establishing hollowness of the
plaintiffs_claim or by establishing his right, title or
interest in _the subject-matter necessary to destroy
plaintiffs claim. If the plaintiff withdraws from the suit,
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he is at liberty to do so only with consequence of losing
all his claims with respect to the subject-matter of the
suit. Once defendant is invited by the plaintiff and who is
contesting the suit, not agreeing to satisfy the plaintiff for
his claim and reliefs expressly in terms of Sub-rule (3) of
Rule 1 of Order 23, C.P.C. to the satisfaction of the
Court, the plaintiff unilaterally cannot walk out of the
Court by saying that he himself feels satisfied about his
claim and reliefs for which defendant never conceded
and plaintiff cannot take away right of the defendant to
get the decision on the issues involved in the suit on the
basis of the pleading of both the parties to the suit
irrespective of the burden of proving the issues. It is true
that neither the plaintiff nor the defendant can be
compelled to litigate, but after filing suit any of them may
not contest or can withdraw from contest but only with
by conceding other's claim or withdrawal of his claim for
ever. Litigant after start of litigation cannot avoid its
lawful and final decision nor have right to prevent Court
from deciding the dispute as it is not convenient to them
at this point of time and to keep the dispute alive for
adjudication by the Court at the time which suits them or
suits them by changing their capacity, plaintiff to
defendant or vice versa. The proposition is in
consonance with number of provisions of the Civil
Procedure Code, which are enacted to avoid multiplicity
of the proceedings by the parties in the Court. ”

17.  In Ranbir Singh (supra), relied upon by the defendant, again the suit
related to immovable property. Permanent injunction was sought by both the
parties against each other in two suits. The plaintiff then filed a third suit and
the Court observed that mere addition of one prayer would not change the
character of the earlier suit. The plaintiff did not wish to withdraw the first
suit and hence the third suit was held to be not maintainable, since the
foundation of both the suits was the same. The third suit was, therefore,
dismissed by the Id. Single Judge. The Id. Single Judge of this Court
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observed as under:

“25. The first suit filed by the plaintiff herein before the
District Judge is still pending. Plaintiff has not
withdrawn the said suit under Order XXIII, Rule 1 of the
Code with liberty to file a fresh suit. plaintiff herein does
not want to withdraw the said suit. There is no
adjudication or decision by the Additional District Judge
that the first suit filed by the plaintiff is not maintainable
or requires amendment. This Court while examining
whether the second suit is maintainable cannot decide
the question and pass an order in the first suit holding
that the same suffers from a technical defect and
therefore should be dismissed as withdrawn under Order
XXIII, Rule 1 of the Code with liberty to file a fresh suit.
No such prayer is made nor any such prayer can be
entertained in the present suit. It may be noted that the
plaintiff is not inclined to withdraw the first suit. Further
even if there is a technical defect, the plaintiff herein can
always amend the plaint. plaintiff, however, cannot file a
second suit, ignoring provisions of Code and embroil the
defendant No. 1 in a second litigation. The plaintiff does
not have permission to file a second suit. If the plea of
the plaintiff is accepted, a plaintiff can keep on filing
repeated suits by making averments in the plaint that the
earlier suit suffers from a technical defect but he need
not withdraw the earlier suit. In the plaint filed in the
present suit there is no averment that the suit filed before
the District Judge is not maintainable due to a technical
defect and therefore the plaintiff is filing the present suit
with the intention and desire to withdraw the first suit
pending before the learned Additional District Judge.

26. The present Suit should not be allowed to continue as
it amounts to abuse of the process of court. It should be
disposed of at this stage itself, lest it creates further
complications or conflicting decisions and further time
and costs are incurred. The present suit is mere
duplication of Suit No. 300/1997 filed. Both suits, the
present Suit and the suit pending before the District
Court being Suit No. 300/1997 is filed by the same
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person, i.e. the plaintiff himself. Provisions of Order I,
Rules 1 and 2 read with Sections 9 and 12 of the Code
are therefore clearly applicable and the present suit is
barred under the said provisions. The plaintiff cannot be
permitted and allowed to file multiple litigations on the
same cause of action. This amounts to sheer abuse of the
process of court and harassment of defendant No. 1 who
has been dragged to this Court and made to incur
expenses”.

18.  This order was upheld by the Division Bench on 18" July, 2012 in
Ranbir Singh v. Dalbir Singh & Ors., [RFA(OS) 50/2009, decision dated
18" July, 2012].

19. Insofar as immovable property is concerned, therefore, it is clear that
following Hari Ram (supra) and Ranbir Singh (supra), two suits relating to
the same relief and the same immovable property, would not be
maintainable. In matters concerning trademarks - which relate to intangible
property, apart from Bengal Waterproof (supra), there are further decisions
which discuss the issue of maintainability of multiple suits.

20. In this regard, Mr. Sahni, Id. counsel had also relied upon Prapti
Fashions Private Limited and Ors. v. Manoj Kumar Gupta, 2013 (55) PTC
234(Cal), a decision of the Id. Single Judge of the Calcutta High Court.
However, it has been thereafter mentioned by Id. Counsel for the Plaintiff
that the said decision was overruled by the Id. Division Bench and later on
the SLP was dismissed. Thus, this Court considers the view of the Division
Bench in Prapti Fashions Private Limited and Ors. v. Manoj Kumar
Gupta, 2014 (59) PTC 667(Cal). In this case, the grievance of the Plaintiff
was in respect of the use of the mark ‘PRAPTI’ by the Defendant. The first
suit was filed in 2012, which was not pursued and was dismissed. At the
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time of dismissal, a second suit was already filed in 2013 before the High
Court, and was pending for similar reliefs. The Id. Single Judge held that the
second suit was not maintainable as no liberty was sought while
withdrawing the first suit. However, the Id. Division Bench held that since
the second suit was already pending, no liberty was required to be sought.
The observations of the Id. Division Bench are as under:

“14...Section 10, 11, Order XXIII read together, would
unequivocally suggest, legislature did not want any
conflict of decision on the same issue as also wanted to
stop multiplicity of proceeding. In the present case, the
plaintiff filed two suits on the identical cause of action.
His later suit could be stayed till the disposal of the
earlier suit however, no suit could be dismissed because
of pendency of the other suit. Once the former suit is
decided the result would preclude the Court to hear the
later suit. To avoid such situation, the plaintiff prayed for
withdrawal of the earlier suit that could at best help the
defendant/respondent to criticize the conduct of the
plaintiff and pray for adequate damage for the
harassment.”

21.  Accordingly, in this judgement, the Calcutta High Court holds that a
second suit can only be stayed under Section 10 CPC but cannot be
dismissed.

22. In Indian Herbs Research & Supply Co. Ltd. and Ors. v. Lalji Mal &
Ors., 95 (2002) DLT 723, the plaintiff sought an injunction in respect of the
trademark ‘HIMALAYAN BATISA’. The defendant was using ‘HIMALAYA
BATISA No. 777°. The plaintiff had served a notice in 1985 upon the
defendant and had thereafter filed a suit in 1986, before the District Judge,
Saharanpur. The suit was decreed in favour of the plaintiff in terms of a
settlement which was entered into in March, 1987 stating that in the future
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the defendant would not use the mark ‘HIMALAYA BATISA No. 777°. The
defendant had closed its firm thereafter. However, the defendant started a
new firm and in 1995 started using the mark ‘HIMALAYAN BATISA’.
Accordingly, an execution application was filed by the plaintiff. The said
execution application was initially dismissed but the High Court reversed
the said dismissal and remanded the execution matter back to the District
Court in Bhiwani. In July, 2000, the defendant had continued to use the
mark and a fresh suit was filed by the plaintiff in the Delhi High Court, as
the plaintiff came to know that the defendant was using the said mark
‘HIMALAYAN BATISA’ in Delhi also. The question was whether the new
suit was maintainable in view of the previous suit which had been settled by
a compromise decree and the pending execution proceedings in Bhiwani. In
this context, the Id. Single Judge relied upon Bengal Waterproof (supra)
and held as under:

“11. Learned counsel for the defendants has tried to
distinguish this authority saying that in the said case,
previous suit was dismissed whereas in the case in hand,
previous suit was decreed in terms of compromise. The
distinction drawn by learned counsel, to my mind, is of
no avail. In _a case of infringement of trade mark or
copyright or passing off action, dismissal or decreeing of
the earlier suit is immaterial as by each deceitful act of
the defendant by way of committing breach of registered
trade mark of another person, he commits a recurring
act of breach and infringement of such trade mark which
gives rise to a recurring and fresh cause of action each
time.”

23. In the recent case of M/s Allied Blenders and Distillers Pvt. Ltd. &
Ors. v. Amit Dahanukar & Anr. 261 (2019) DLT 692, the plaintiffs sought
protection of the marks ‘MANSON HOUSE’ and ‘SAVOY CLUB’ in
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respect of alcohol. The defendants were ex-licensees of the plaintiffs. The
plaintiff had filed a suit in 2009 in the Bombay High Court wherein the
Bombay High Court had held in favour of the defendants by dismissing the
plaintiffs’ interim injunction application and the counter claim of the
defendants had also been allowed. The Bombay High Court had also passed
an interim order restraining the plaintiffs from introducing any products with
the subject trademarks in the market without leave of the Bombay High
Court. The defendants argued that the filing of the subsequent suit before the
Delhi High Court by the plaintiffs, would be a case of forum shopping and
owing to the principle of comity, the Delhi High Court ought not to
adjudicate in favour of the plaintiffs. It was also observed by the Bombay
High Court that the plaintiffs had filed the suit before the Delhi High Court
while proceedings in Bombay were ongoing and injunction had been
rejected already, and therefore the Bombay High Court restrained the
plaintiffs from taking steps in the Delhi proceedings for some time. In view
of all these facts, i.e., the parties being the same and the suits having
commonality of interest, the Id. Single Judge of the Delhi High Court, held
this to be a case of forum shopping and observed as under:

“29. The facts of the present case are glaring. The
parties to the suit in Bombay and the present suit are
virtually identical/have a commonality of interest. The
said suit in Bombay was filed in 2009. Interim injunction
application was dismissed on 22.02.2011 and a clear
prima facie findings of fact were recorded in favour of
the defendants and against the plaintiffs. It is thereafter
that the present suit has been filed on 10.10.2014. The
plaintiffs seek interim orders from this court despite
being declined relief by the Bombay High Court.

30. Keeping in view the legal position it is manifest that
this court has to give due deference to the enunciation
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made by another court especially when the litigants are
the same. In my opinion, the above legal proposition
squarely applies to the facts of the case. The plaintiff
having filed suit based on identical facts before the
Bombay High Court and having been declined an interim
injunction cannot now try to overreach the said order of
the Bombay High Court and file the present suit in Delhi
High Court seeking an interim injunction. If this court
were to agree with the contentions of the plaintiff and
were to pass an interim order in favour of the plaintiff it
would be passing an order wholly contrary to the order
of the Bombay High Court.”

24. Therefore, the Court dismissed the defendants’ application under
Order XXXIX Rule 1 and 2 CPC. Insofar as the application under Order I
Rule 2 CPC filed by the defendants was concerned, the Court dismissed the
said application, relying upon Bengal Waterproof (supra), on the ground
that in the suit before the Bombay High Court, relief relating to infringement
of trademark had not been sought, but the same was sought in the suit before
the Delhi High Court.

25. A perusal of all these decisions shows that the decisions in Bengal
Waterproof (supra), Prapti (supra), Indian Herbs (supra) and M/s Allied
Blenders and Distillers Pvt. Ltd. (supra) are completely distinguishable
from the facts of the present case. The judgment in Bengal Waterproof
(supra) and the decisions following the said judgment have to be read in the
context and the facts in those cases. In Bengal Waterproof (supra), the first
suit was dismissed due to technical reasons. In Prapti Fashions (supra), the
first suit had been withdrawn and there was no adjudication on merits, when
the maintainability of the second suit was considered. In Indian Herbs
(supra) a decree which was already granted in favour of the Defendant

which was not being complied with. In M/s Allied Blenders and Distillers
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Pvt. Ltd. & Ors. (supra), the issue of infringement of registered trademark
was not raised before the Bombay High Court in the first suit. Thus, the
second suit was held to be maintainable but the Delhi High Court still
showed deference to the orders in the first suit and rejected the injunction
application.

26. As opposed to the facts in the above decisions, in the present case
there are two suits based on the same cause of action, for the same time
period. In this regard, the Plaintiff has also made a statement in the plaint
that it would withdraw the first suit. The said plea reads as under:

“The Plaintiff in the year 2019, withdrew its injunction
application filed in the year 2017 as the Defendant’s took
a technical objection that the interim injunction prayer
does not mention the word passing off. Therefore, out of
abundant caution, a fresh injunction application. It is
pertinent to note that even after lapse of 5 years post the
filing of the suit and despite the best efforts of the parties,
the matter is still at the stage of interim injunction and
the said application has not been decided till date. The
Plaintiff shall be withdrawing the said suit. ”

27. There can be no doubt to the legal proposition that whenever there is a
fresh cause of action, a fresh suit would lie. However, the same has to be
within the four corners of law. The plea of continuing cause of action cannot
be stretched to an impermissible limit so as to permit multiple suits between
the same parties relating to the same trademarks in different fora. This
would constitute clear forum shopping, since if the Plaintiff’s submission is
accepted, a party would be permitted to file multiple suits in different Courts
until it hits upon a forum where relief is granted in its favour. In the present
case, as recorded earlier, the reliefs sought in both the suits in the present

matter are identical, except for the relief of rendition of accounts which has
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now been projected as a relief for damages.

28.  As for the reliefs of rendition of accounts and relief for damages, this
Court also notes that in any suit for infringement of registered trademark and
passing off, as per Section 135(1) of the Trademarks Act, 1999, the plaintiff
can sue either for relief for damages or on accounts of profits. The said
provision reads as under:

“(1) The relief which a court may grant in any suit for
infringement or for passing off referred to in section 134
includes injunction (subject to such terms, if any, as the
court thinks fit) and at the option of the plaintiff, either
damages or an account of profits, together with or
without any order for the delivery-up of the infringing
labels and marks for destruction or erasure.”

29. This bar of seeking only either rendition of accounts OR damages
cannot be circumvented by filing two separate suits. It would be
impermissible for the Plaintiff to avoid the impact of this provision by
seeking to distinguish the two suits, by claiming that one is a suit for
rendition of accounts and the other is a suit for damages. Only one relief can
be claimed for infringement of the same mark - either damages or rendition
of accounts.

30. Having discussed that changing one relief from rendition of accounts
to damages is not permissible, the only other ground on which the Plaintiff
seeks to justify the filing of the present suit is the non-grant of relief in the
first suit in the form of interim injunction by the Commercial Court.
Admittedly, the order sheets of the Commercial Court show that the matter
has been adjourned sometimes unnecessarily. But can the Plaintiff rely on
this fact as the sole ground to maintain the present suit? The answer is an

emphatic NO. A perusal of the order sheet of the Trial Court as recorded

CS(COMM) 185/2022 Page 21 of 30



Signatur_e}&l Verified
Digitally Signed
By:DEVANSHYJOSHI

Signing Date:[%04.2022
02:28:14

above shows that the Commercial Court is seized of the matter and
submissions have been partly heard on the injunction application. The
entertaining of this suit before this Court, would in effect mean that the
Plaintiff would be permitted to argue again on merits and seek an interim
injunction here, while the same matter is part-heard before the Commercial
Court.

31. In view of all these reasons including identity of the cause of action,
multiple reliefs being impermissible under Section 135 of the Trademarks
Act and the present suit being filed during the pendency of the first suit, if
the present suit is entertained by this Court, this would clearly encourage
forum shopping by a litigant who has been unable to get relief in a particular
forum and hence decides to knock the doors of this Court. The principle of
forum shopping has been recently decried by the Supreme Court in Vijay
Kumar Gupta (supra) where the Court has held as under:

“7. Predominantly, the Indian Judiciary has time and
again reiterated that forum shopping take several hues
and shades but the concept of ‘forum shopping' has not
been rendered an exclusive definition in any Indian
statute. Forum shopping as per Merriam Webster
dictionary is:
The practice of choosing the court in which to bring an
action from among those courts that could properly
exercise jurisdiction based on determination of which
court is likely to provide the most favourable outcome.
8 . The Indian judiciary's observation and obiter dicta
has aided in streamlining the concept of forum shopping
in the Indian legal system. This Court has condemned the
practice of forum shopping by litigants and termed it as
an abuse of law and also deciphered different categories
of forum shopping.

XXX XXX XXX
10. Forum shopping has been termed as disreputable
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practice by the courts and has no sanction and
paramountcy in law. In spite of this Court condemning
the practice of forum shopping, Respondent No. 2 filed
two complaints i.e., a complaint Under Section 156(3)
Code of Criminal Procedure before the Tis Hazari Court,
New Delhi o 06.06.2012 and a complaint which was
eventually registered as FIR No. 168 Under Section 406,
420, 120B Indian Penal Code before PS Bowbazar,
Calcutta o 28.03.2013. i.e.,, one in Delhi and one
complaint in Kolkata. The Complaint filed in Kolkata
was a reproduction of the complaint filed in Delhi except
with the change of place occurrence in order to create a
jurisdiction.

11. A two-Judge bench of this Court in Krishna Lal
Chawla and Ors. v. State of U.P. and Anr.
MANU/SC/0161/2021 : (2021) 5 SCC 435 observed that
multiple complaints by the same party against the same
Accused in respect of the same incident is impermissible.
It held that Permitting multiple complaints by the same
party in respect of the same incident, whether it involves
a _cognizable or private complaint offence, will lead to
the Accused being entangled in numerous criminal
proceedings. As such he would be forced to keep
surrendering his liberty and precious time before the
police and the courts, as and when required in each
case.”

32. This Court is clearly of the view that the present case would be a
classic case of forum shopping. It is a mis-adventure to say the least.

33. In so far as the delay in adjudication in the Commercial Court is
concerned, any grievance which the Plaintiff may have in respect of the
delays caused in the first suit, the Plaintiff would be free to seek its remedies
in accordance with law in respect of the said delays.

34.  Pertinent to note that such a situation was also not contemplated in the
decision of Bengal Waterproof (supra). While there is no doubt that

intangible property such as a trademark deserves to be protected from
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misuse, owners of trademarks also cannot be permitted to misuse the Court’s
process. Principles such as res judicata, res subjudice, bar under Order Il
Rule 2 CPC, forum shopping, which apply in general to civil and criminal
proceedings would also be applicable to trademark suits as well. A
trademark owner cannot drag a Defendant to multiple fora, being a higher
court or before a court of coordinate jurisdiction, when the matter is pending
before the first Court, especially when the matter is part heard before the
first Court, until the plaintiff finds a forum where it is able to get relief.

35.  Therefore, this Court is clearly of the opinion that while the Id. ADJ is
seized of the same very matter between the same very parties, the present
suit cannot be entertained on the basis of the plea that there is a fresh cause
of action. This would be a gross abuse of the process and would in fact be
contrary to public policy. If such a suit is entertained, it would encourage
litigants to indulge in forum shopping which cannot be the objective of the
provisions of Section 10 and 11 of the CPC. This would also result in
unnecessary burden on the Defendant who would be forced to incur repeated
legal costs and undue harassment. Such a course of action cannot be
condoned by the Court.

36. Moreover, an analysis of the position in the first suit would show that
the Plaintiff has sought interim injunction and permanent injunction coupled
with rendition of accounts of profits till the date an injunction order is
passed. Therefore, if the Plaintiff is successful in the first suit, the relief that
would be granted by the Court would also cover the period for which the
fresh cause of action is being sought to be portrayed in the present suit
before the High Court. Additionally, if the Plaintiff is successful, rendition

of accounts may also be granted by the Commercial Court which would
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include the accounts for the period sought to be covered by the present suit.
Thus, the cause of action by itself of the present suit would be subsumed in
the first suit since the first suit is still pending. In none of the judgements
cited by the parties or which the Court has come across, such a fact situation
has arisen.

37. As for the proceedings before the Commercial Court in the present
matter, this Court notes with some consternation that this state of affairs has
arisen because of the fact that the Presiding Officer who had heard the
matter and had to pass orders chose to delay the decision in the interim
injunction application indefinitely until he got transferred from the said
posting. This Court has repeatedly emphasised on the need for Judicial
Officers to pronounce orders after hearing arguments and not releasing
matters. In fact, whenever transfer of a Judicial Officer is effected, if orders
are pending to be passed in a matter that the said Judicial Officer is seized
of, a note is issued to the effect that the order has to be pronounced. The
Supreme Court has, repeatedly, in Anil Rai v. State of Bihar, (2001) 7 SCC
318 and Balaji Baliram Mupade & Anr. v. State of Maharashtra & Ors.
[Civil Appeal No. 3564/2020, decided on 29th October, 2020] emphasised
the importance of timely pronouncement of judgments and orders once
submissions are heard. The said judgements were also considered by this
Court in Deepti Khera v. Siddharth Khera [CM (M) 1637/2019, decided on
18™ November, 2019], The observations in Deepti Khera (supra) where
Anil Rai (supra) is also extracted are set out below:

“6. It is the settled position in law, as per the
judgment of the Hon'ble Supreme Court in Anil Rai v.
State of Bihar, (2001) 7 SCC 318 that once matters are
reserved for orders, usually, the same should be
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pronounced within a time schedule. In Anil Rai (supra) it

has been observed as under:

“8. The intention of the legislature regarding
pronouncement of judgments can be inferred
from the provisions of the Code of Criminal
Procedure. Sub-section (1) of Section 353 of the
Code provides that the judgment in every trial
in any criminal court of original jurisdiction,
shall be pronounced in open court immediately
after the conclusion of the trial or on some
subsequent time for which due notice shall be
given to the parties or their pleaders. The words
“some subsequent time” mentioned in Section
353 contemplate the passing of the judgment
without undue delay, as delay in the
pronouncement of judgment is opposed to the
principle of law. Such subsequent time can at
the most be stretched to a period of six weeks
and not beyond that time in any case. The
pronouncement of judgments in the civil case
should not be permitted to go beyond two

»

months.

7. The Hon’ble Supreme Court in Anil Rai (supra) has
also passed certain guidelines regarding pronouncement
of judgments. The same are reproduced below:

(i) The Chief Justices of the High Courts may
issue appropriate directions to the Registry that
in a case where the judgment is reserved and is
pronounced later, a column be added in the
judgment where, on the first page, after the
cause-title, date of reserving the judgment and
date of pronouncing it be separately mentioned
by the Court Officer concerned.

(if) That Chief Justices of the High Courts, on
their administrative side, should direct the
Court Officers/Readers of the various Benches
in the High Courts to furnish every month the
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list of cases in the matters where the judgments

reserved are not pronounced within the period

of that month.

(iti) On noticing that after conclusion of the
arguments the judgment is not pronounced
within a period of two months, the Chief Justice
concerned shall draw the attention of the Bench
concerned to the pending matter. The Chief
Justice may also see the desirability of
circulating the statement of such cases in which
the judgments have not been pronounced within
a period of six weeks from the date of
conclusion of the arguments amongst the
Judges of the High Court for their information.
Such  communication be conveyed as
confidential and in a sealed cover.

(iv) Where a judgment is not pronounced within
three months from the date of reserving it, any
of the parties in the case is permitted to file an
application in the High Court with a prayer for
early judgment. Such application, as and when
filed, shall be listed before the Bench concerned
within_two days excluding  the intervening

holidays.

(v) _If the judgment, for any reason, is not
pronounced within a period of six months, any
of the parties of the said lis shall be entitled to
move an application before the Chief Justice of
the High Court with a prayer to withdraw the
said case and to make it over to any other
Bench for fresh arguments. It is open to the
Chief Justice to grant the said prayer or to pass
any other order as he deems fit in the
circumstances.

8. The Civil Procedure Code, 1908, prescribes thirty
days as the time in which a judgment should be
pronounced. Order XX Rule 1 of the CPC reads as
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under:

“]. Judgment when pronounced. — [(1) The
Court, after the case has been heard, shall
pronounce judgment in an open Court, either at
once, or as soon thereafter as may be
practicable and when the judgment is to be
pronounced on some future day, the Court shall
fix a day for that purpose, of which due notice
shall be given to the parties or their pleaders:

Provided that where the judgment is not
pronounced at once, every endeavour shall be
made by the Court to pronounce the judgment
within thirty days from the date on which the
hearing of the case was concluded but, where it
Is not practicable so to do on the ground of the
exceptional and extraordinary circumstances of
the case, the Court shall fix a future day for the
pronouncement of the judgment, and such day
shall not ordinarily be a day beyond sixty days
from the date on which the hearing of the case
was concluded, and due notice of the day so
fixed shall be given to the parties or their
pleaders.]”

9. While this Court is conscious of the fact that there are
pressures on the Trial Courts, non-pronouncement of
orders for more than a year cannot be held to be
justified. It has been observed in several matters that
trial courts keep matters 'FOR ORDERS’ for months
together and sometimes orders are not pronounced for
even 2-3 vyears. Thereafter the judicial officer is
transferred or posted in some other jurisdiction and the
matter has to be reargued. Such a practice puts
enormous burden on the system and on litigants/lawyers.
The usual practice ought to be to pronounce orders
within the time schedule laid down in the CPC as also
the various judgements of the Supreme Court. In civil
cases maximum period of two months can be taken for
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pronouncing orders, unless there are exceptional cases

or there are very complex issues that are involved.

10. Accordingly, in respect of pronouncement of
orders, the following directions are issued:

i. When arguments are heard, the order sheet ought to
reflect that the matter is part-heard;

1i. Upon conclusion of arguments, the order sheet ought
to clearly reflect that the arguments have been heard and
the matter is reserved for orders. If the court is
comfortable in giving a specific_date for pronouncing
orders, specific date ought to be given;

111.Orders ought to be pronounced in terms of the
judagment of the Supreme Court in Anil Rai (supra);

iv. The order ought to specify the date when orders were
reserved and the date of pronouncement of the order.”

38. This has been reiterated repeatedly, most recently in Sandhya
Srivastava v. Dr. Neelam Mishra & Ors. [W.P.(C.) 2207/2021, decided on
18th February, 2021].

39. Accordingly, it is deemed appropriate to bring the present judgment to
the notice of the Inspecting Committee of the concerned Judicial Officer by
the worthy Registrar General of this Court. Copy of this order be sent to the
concerned Inspecting Committee through the worthy Registrar General, as
also for circulation to all judicial officers in the Trial Court.

40. The present suit is dismissed as not maintainable. All pending
applications are disposed of.

41. It is made clear that this would, however, not affect the merits of the
pending suit being CS (Comm.) No. 300 of 2019 before the Trial Court.

42. Needless to add, any remedies which the Plaintiff may have in respect
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of proceedings qua the first suit being CS (Comm.) No. 300 of 2019,
pending before the Ld. ADJ-2, Rohini Courts, Delhi, or the delay caused
therein, are left open for the Plaintiff to avail in accordance with law.

43. The order in this matter was dictated in open Court on 28" March,
2022. However, before the order was signed, certain further submissions and
judgments were filed later by the Id. Counsels. Hence the said judgments
and submissions have been considered while finalizing this order.

44. The digitally signed copy of this order, duly uploaded on the official
website of the Delhi High Court, www.delhihighcourt.nic.in, shall be treated
as the certified copy of the order for the purpose of ensuring compliance. No
physical copy of orders shall be insisted upon by any authority/entity or

litigant.

PRATHIBA M. SINGH
JUDGE

MARCH 28, 2022/Aman/Rahul/Ms
(corrected & released on 5™ April, 2022)
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